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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MOIMTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" ^Z^,^^ ™* *" BV l lable Und8 ' th8 Pr ° Visi0nS ° f 37 CFR 1 1 36 fa) - ln » went - ^er. may a reply be timely filed after SIX (6) MONTHS from the 

mining aaie ot this communication. 

" If To Z£ l° T ^t!^ b ,8SS tha " (30) ^ 8 rSptV Wrthi " th8 Mtita " minimUm 0f thirt V < 3 <» ^ be considered time*- 

" ftl J t« I" feP . V the m " h,urn statut0f V wili WlV and will expire SIX (6) MONTHS from the mailing date of this communication 

- hatfure to reply wrth.n the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) 53 Responsive to communication(s) filed on Jul 10, 2001 



2a) □ This action is FINAL. 2b) $ This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

41 K Claim(s) ^ is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration . 

5)D Claim(s) 



. . is/are allowed 

6) K Claim(s ' ^ . is/are rejected 

7) D Claim(s) 



. . . is/are objected to. 

8) □ Claims _ ^ are su bj ect t0 restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10JD The drawing(s) filed on is/are.a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a )D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

15) 1x1 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

II ft Notice of Reference, Cited (PTO-892) 4) Q |ntBrviBW Summaly (pTf>413) ^ ^ 

21 □ Notice of Draftsperwn-s Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Appfcatbn (PT0-152I 

3) Ixl Information Disclosure Statement(s) (PTO-14491 Paper No(s). 2 6I Q (x^r. 
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Art Unit: 1641 

DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: 

a.) The status of the parent application recited in page 1 of the specification needs to be 
updated. 

Appropriate correction is required. 

Claim Rejections - 35 U.S.C. § 112 

2. Claims 80-83 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The specification, as originally filed, does not provide adequate written description of the 
robotic system recited in claims 80-83. Page 9 of the instant specification discloses that Figure 7 
represents a system showing four solutions, each in a different container. The complete system of 
tissue, ultrasound generator, transducer, sensors, and CPU can be moved from one container to 
the next. The robotic system that controls the movement of the components in Figure 7 is not 
shown. Figures 6A and 6B show block diagrams of the robotic system that is to be used in Figure 
7. However, there is no specific description of the components that comprise the robotic system 
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of Figures 6A and 6B in the instant specification. Example 7 on page 29 of the specification 
discusses the sensors, transducers, CPU, etc shown in Figures 6A and 6B but there is no detailed 
disclosure of the robotic system that is required to move sample or tissue and an ultrasound 
transducer as recited in claims 80-83. 

3. Claims 80-83 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 80 is confusing. While the preamble of the claim recites a "robotic system" the 
body of the claim only recites a single component and thus does not recite a complete "system" 
as required by the preamble. 

Claims 80-81 are vague and indefinite. It is noted that claims 80-81 recite "means plus 
function" language which is acceptable if the specification provides the necessary disclosure to 
define the means recited in the claims. The instant specification provides no disclosure that 
defines the "means for moving a sample or tissue and an ultrasound transducer from a first 
reaction chamber to a second reaction chamber" as recited in claim 80 or the "means for moving 
one or more sensors from said first reaction chamber to said second chamber". Without adequate 
disclosure in the specification to define the means recited in claims 80-81, the metes and bounds 
of the claims cannot be determined nor is it possible to ascertain what these means are. 
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Claim Rejections - 35 U.S.C. § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 80-83 are rejected under 35 U.S.C. 102(b) as being anticipated by Roginski. 
Roginski (US Patent 4,927,545) discloses a computer controlled apparatus with a robotic 

arm that can transport test tubes from one position to another (col. 4). 

The apparatus of Roginski is not disclosed for moving a sample or tissue, an ultrasound 
transducer, or one or more ultrasound transducer from a first reaction chamber to a second 
reaction chamber. However, since the "means" recited in claims 80-81 are not clearly defined, 
the computer controlled apparatus and robotic arm of Roginski is considered to read on the 
instantly claimed "robotic system". 



Conclusion 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Chris Chin whose telephone number is (703) 308-3991 . The examiner can 
normally be reached on Monday-Thursday from 10:00 am to 7:30 pm. The examiner can also be 
reached on alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le, can be reached on (703) 305-3399. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



cchin/cc 
June 3, 2003 




CHRISTOPHER L. CHIN 
PRIMARY EXAMINER 
GROUP imKHf 



